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DETAILED ACTION 

Continued Examination Under 37 CFR 1.114 

1 . A request for continued examination under 37 CFR 1.114, including the fee set 
forth in 37 CFR 1.17(e), was filed in this application after final rejection. Since this 
application is eligible for continued examination under 37 CFR 1.114, and the fee set 
forth in 37 CFR 1 .17(e) has been timely paid, the finality of the previous Office action 
has been withdrawn pursuant to 37 CFR 1.114. Applicant's submission filed on 
10/22/08 has been entered. 

Response to Amendment 

2. Applicant's amendment was received on 10/22/08, and has been entered and 
made of record. Currently, claims 1, 8-11, 13, 14, 16 and 19 are pending. 

Response to Arguments 

3. Applicant's arguments with respect to claims 1, 8-11, 13, 14, 16 and 19 have 
been considered but are moot in view of the new ground(s) of rejection. 
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Drawings 

4. The drawings are objected to under 37 CFR 1 .83(a). The drawings must show 
every feature of the invention specified in the claims. Therefore, "the scanner including 
an operation unit" (claim 1 ) and "operating in a copy mode by setting a number of 
copies " (claims 1,16 and 1 9) must be shown or the features canceled from the claims. 
Note that the scanner 12 shown in fig. 2 does not include an operation unit. No new 
matter should be entered. 

Corrected drawing sheets in compliance with 37 CFR 1.121(d) are required in 
reply to the Office action to avoid abandonment of the application. Any amended 
replacement drawing sheet should include all of the figures appearing on the immediate 
prior version of the sheet, even if only one figure is being amended. The figure or figure 
number of an amended drawing should not be labeled as "amended." If a drawing figure 
is to be canceled, the appropriate figure must be removed from the replacement sheet, 
and where necessary, the remaining figures must be renumbered and appropriate 
changes made to the brief description of the several views of the drawings for 
consistency. Additional replacement sheets may be necessary to show the renumbering 
of the remaining figures. Each drawing sheet submitted after the filing date of an 
application must be labeled in the top margin as either "Replacement Sheet" or "New 
Sheet" pursuant to 37 CFR 1.121(d). If the changes are not accepted by the examiner, 
the applicant will be notified and informed of any required corrective action in the next 
Office action. The objection to the drawings will not be held in abeyance. 
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Claim Rejections - 35 USC §112 

The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

5. Claim 19 is rejected under 35 U.S.C. 112, first paragraph, as failing to comply 
with the written description requirement. The claim(s) contains subject matter which 
was not described in the specification in such a way as to reasonably convey to one 
skilled in the relevant art that the inventor(s), at the time the application was filed, had 
possession of the claimed invention. 

Claim 19 recites a server being connected with a network of client computers 
wherein the scanner is connected to the network only through the server. However, the 
scanner 71 and a plurality of client computers 5 shown in fig. 7 of the Original Drawing 
show that they are connected to each other without the server. Clarification/explanation 
from the Specification is requested. 

In the remarks filed on 10/22/08, the applicant appears to indicate that the 
scanner recited in claim 19 is described in fig. 2 of the Original Drawing (page 6 of the 
Remarks). However, the scanner 12 shown in fig. 2 does not include a printer selecting 
unit, an operation unit and a display controller. Again, clarification/explanation is 
requested as to where the scanner recited in claim 19 is shown in the Specification. 
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The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

6. Claims 1, 16 and 19 rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 
MPEP 2173.03 recites, 

Although the terms of a claim may appear to be definite, inconsistency with the 
specification disclosure or prior art teachings may make an otherwise definite 
claim take on an unreasonable degree of uncertainty . In re Cohn, 438 F.2d 989, 
169 USPQ 95 (CCPA 1971); In re Hammack, 427 F.2d 1378, 166 USPQ 204 
(CCPA 1970). In Cohn, the claim was directed to a process of treating a surface 
with a corroding solution until the metallic appearance is supplanted by an 
"opaque" appearance. Noting that no claim may be read apart from and 
independent of the supporting disclosure on which it is based, the court found 
that the description, definitions and examples set forth in the specification relating 
to the appearance of the surface after treatment were inherently inconsistent and 
rendered the claim indefinite . 

The claims recite the limitation of "when in the copy mode, the acquired image 
data is printed by the selected printer ". It appears to indicate that the step of selecting is 
performed before or independent of the step of setting the operation mode. However, 
referring to fig. 6 of the Original Drawing, the step of setting the operation mode must be 
performed first. Note that this limitation appears to be read apart from the supporting 
disclosure on which it is based. Clarification/explanation from the Specification is 
requested. 
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Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

7. Claims 1 , 10, 1 1 , 13 and 16 are rejected under 35 U.S.C. 102(e) as being 
anticipated by Otake U.S. Patent No. 7,016,066. 

With respect to claim 1, Otake discloses an image processing multifunction 
system (fig. 1) comprising: 

a plurality of printers (fig. 1 ), 

a printer selecting unit configured to select a printer to which image data is 
supplied (selecting a particular printer in a particular setting according to col. 17, line 64 
~ col. 18, line 33), 

a server integrated with a scanner including an operation unit (controller 2000 in 
fig. 2 is construed as the claimed server since it provides image data to the network 
printers for the printing process), and 

a display controller configured to make the operation unit of the scanner display 
the printer selected by the printer selecting unit (figs. 13-15), wherein 
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the scanner is configured to acquire image data of a document and the server is 
configured to send the image data acquired by the scanner to the printer selected by the 
printer selecting unit for printing (col. 12, lines 50-56); and 

the operation unit is configured such that the scanner can be operated in a copy 
mode by setting (i) the copy mode (col. 12, lines 33-41), (ii) a number of copies (col. 13, 
lines 16-31), and (iii) a mode content using the operation unit (fig. 12), and when in the 
copy mode the acquired image data is printed by the selected printer and the selected 
printer is identified by the operation unit (col. 12, lines 50-56). 

With respect to claim 10, Otake discloses the image processing multifunction 
system according to claim 1 , wherein the printers have different printing performances 

(fig- 1) 

With respect to claim 11, Otake discloses the image processing multifunction 
system according to claim 10, wherein the different printing performances include at 
least one of a difference in image quality, a difference in printing speed, and a 
difference between color printing and monochrome printing (fig. 1). 

With respect to claim 13, Otake discloses the image processing multifunction 
system according to claim 1 , wherein the printer selecting unit selects a printer that 
complies with a mode set by the operation unit of the scanner (figs. 21 & 22). 

With respect to claim 16, Otake discloses a server (scanner 100 in conjunction 
with controller 2000) comprising: 
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a first interface to which plurality of printers are connected (LAN 1000 in figs. 1 & 

2); 

a printer selecting unit configured to select a printer to which image data is 
supplied (selecting a particular printer in a particular setting according to col. 17, line 64 
~ col. 18, line 33); 

a scanner engine configured to acquire image data of a document (col. 12, lines 
50-56); 

an operation unit configured such that scanning can be conducted in a copy 
mode by setting (col. 12, lines 33-41), (ii) a number of copies (col. 13, lines 16-31), and 
(iii) a mode content using the operation unit (fig. 12); 

a display controller configured to make the operation unit display the printer 
selected by the printer selecting unit (figs. 13-15), and when in the copy mode the 
acquired image data is printed by the selected printer and the selected printer is 
identified by the operation unit (col. 12, lines 50-56); and 

a second interface to which a network is connected (either WAN 2051 or Local 
network 1100 in fig. 2), 

wherein the server sends the image data acquired by the scanner engine to the 
printer selected by the printer selecting unit for printing (col. 12, lines 50-56). 
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Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

8. Claims 8 and 9 are rejected under 35 U.S.C. 1 03(a) as being unpatentable over 
Otake as applied to claim 1 above, and further in view of James et al. U.S. Patent No. 
6,584,539 (hereinafter James). 

With respect to claim 8, Otake discloses the image processing multifunction 
system according to claim 1 , but it does not explicitly disclose that the server and the 
printers are connected via a bus bridge. 

James, the same field of endeavor of connecting a server with printers via a 
network (col. 4, lines 1-13), discloses that a server and printers are connected via a bus 
bridge (server 102 connected to printers via bus bridge 170 in fig. 1 & col. 3, lines 52- 
56). 

At the time of the invention, it would have been obvious to one of ordinary skill in 
the art to modify the system of Otake to incorporate a bus bridge between the server 
and the printers as taught by James. 

The suggestion/motivation for doing so would have been to provide a compatible 
connection between the server and printers that support different kinds of bus 
connections (col. 5, lines 1 -1 7 of James). It would further enable the system of Otake to 
support other printers that support different bus connections. 
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Therefore, it would have been obvious to combine Otake with James to obtain 
the invention as specified in claim 8. 

With respect to claim 9, Otake discloses the image processing multifunction 
system according to claim 1 , but it does not disclose a data transmitting unit conforming 
a high-speed serial interface standard, wherein the data transmitting unit connects the 
server with the bus bridge, and the bus bridge with the printers. 

James, the same field of endeavor of connecting a server with printers via a 
network (col. 4, lines 1-13), discloses a data transmitting unit conforming a high-speed 
serial interface standard (a serial interface that complies with the IEEE 1394 in col. 4, 
lines 101-14), wherein the data transmitting unit connects the server with the bus 
bridge, and the bus bridge with the printers (connecting device according to IEEE 1394 
standard serial bus in fig. 1 & 21-39). 

At the time of the invention, it would have been obvious to one of ordinary skill in 
the art to modify the system of Otake to include a data transmitting unit conforming a 
high-speed serial interface standard to connect the server, the bus bridge and the 
printers as taught by James. 

The suggestion/motivation for doing so would have been to allow high- 
speed/throughput communication between devices (col. 4, lines 60-67 of James). 

Therefore, it would have been obvious to combine Otake with James to obtain 
the invention as specified in claim 9. 
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9. Claim 14 is rejected under 35 U.S.C. 103(a) as being unpatentable over Otake 
as applied to claim 1 above, and further in view of Fujiwara et al. U.S. Patent No. 
6,804,022 (hereinafter Fujiwara). 

With respect to claim 14, Otake discloses the image processing multifunction 
system according to claim 1 , but it does not explicitly disclose that the printer selecting 
unit selects a printer that is free. 

Fujiwara, the same field of the server selecting a most appropriate printer for 
printing, discloses a server (server 2 in fig. 13) for selecting a printer that is 
free/unoccupied (server selecting the unoccupied printer in col. 13, line 63 ~ col. 14, line 
7). 

At the time of the invention, it would have been obvious to one of ordinary skill in 
the art to modify the printer selecting unit of Otake to incorporate the method of 
selecting a printer that is free/unoccupied as taught by Fujiwara. 

The suggestion/motivation for doing so would have been to provide a faster 
printing by making the printer selection based on the status report received by the 
server (col. 13, lines 51-62 of Fujiwara). 

Therefore, it would have been obvious to combine Otake with Fujiwara to obtain 
the invention as specified in claim 14. 

10. Claim 19 is rejected under 35 U.S.C. 103(a) as being unpatentable over Ohara 
U.S. Patent No. 7,136,179 in view of Ohara U.S. Patent No. 7,136,179. 
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With respect to claim 19, Ohara discloses a scanner (scanner 2 in fig. 1) 
comprising: 

an interface that is connected to a server (printing server 1 in fig. 1), wherein the 
server is connected with (i) a network of client computers (clients 4a~n) and (ii) a 
plurality of printers via distinct interfaces (printers 3 wherein each printer includes its 
own interfaces), manages and controls the printers (col. 4, lines 57-64), and the scanner 
is connected to the network only through the server (fig. 1 ); 

a printer selecting unit configured to select a printer to which image data is 
supplied (BEST FIT mode in fig. 4A); 

a scanner engine; 

an operation unit (fig. 4); and 

a display controller configured to make the operation unit display the printer 
selected by the printer selecting unit (fig. 4C), and supplies the image data to the printer 
selected by the printer selecting unit via the server and is identified by the operation unit 
(S511 in fig. 5). 

Ohara, however, does not explicitly disclose a scanner having a copying mode 
wherein when in the a copying mode, the scanner reads image data from a document 
via the scanner engine by operating the operation unit by setting (i) the copy mode, (ii) a 
number of copies, and (iii) a mode content using the operation unit. 

Otake, the same field of endeavor of transferring scanned image to a printer, 
discloses a scanner having an operation unit configured such that scanning can be 
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conducted in a copy mode by setting (col. 12, lines 33-41), (ii) a number of copies (col. 
13, lines 16-31), and (iii) a mode content using the operation unit (fig. 12). 

At the time of the invention, it would have been obvious to one of ordinary skill in 
the art to modify the scanner of Ohara to include the copying mode function as taught 
by Otake. 

The suggestion/motivation for doing so would have been to provide an improved 
copying function at the scanner. 

Therefore, it would have been obvious to combine Ohara with Otake to obtain the 
invention as specified in claim 19. 
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Conclusion 

1 1 . Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to CHAN S. PARK whose telephone number is (571)272- 
7409. The examiner can normally be reached on M-F 8am-4:30pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Edward Coles can be reached on (571) 272-7402. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/CHAN S PARK/ 
Examiner, Art Unit 2625 

December 7, 2008 



